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III. REMARKS 

Applicants respectfully request reconsideration of this application in view of the 
above amendments and the following remarks. 



1. Status of the Claims ! 
Claims 1-46 were pending in tins application. Claims 34-38. 40-43 and 46 have | 

been canceled. Accordingly. Claims 1-33, 39 and 44-45 are pending for examination ort 
the merits. 

1 

2. Rummarv o f the Amendments : 
Claims 34-38, 40-43 and 46 have been canceled without prejudice or disclaimer j 

Additionally, Claim 39 has been amended to replace "Claims 1 to 33" with "Claims 1- j 
33." Entry of these amendments is respectfully requested. 

i 
I 

I 

3. Restriction Requirement 

Applicants acknowledge that the restriction requirement for Groups I/II and IW^ 
has been made Final. Applicants respect&lly disagree with tiiis decision for at least th^ 
reasons stated in the response filed on March 28, 2006. Accordingly, AppKcants are 
filing herewith a petition to the Director for reconsideration of this decision. 



4. Claim Objections j 
Claim 39 has been objected to under 37 C.F.R. §1 .75(c) as being in improper 1 
form because it aUegedly does not refer to other claims in the alternative only. For the| 
following reasons, this objection may be withdrawn. . 

As originally presented. Claim 39 recited, in part, "a compound of any one of i 
Claims 1 to 33." While Applicants believe this language meets the requirements of 37 
C.F.R. §1 .75(c), Applicants have amended Claim 39 to recite, in part, ""a compound ^f 
any one of Claims 1-33", i.e., "Claims 1 to 33" has been replaced with "Claims l-33.»; 
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Thu. aefbnnal of aata 39 is now entirely oona.«=nt«^ \ 
i^^x clain woriing ex»n^ks so, forO. in MPEP 8608.01(n). Acoordiugly. to ; 

objection may be wittidrawn. j ^ 

m 

5 p^^ ^tmn. I Tnder ? ^ T I P. 81 12. Se.r,and Paraffaph : S£} 
Claims 34-38 and 40 have been rejected under 35 U.S.C. §U2. second paragrapl|. 

asallegedlybeingindefinite. While not agreeing with the Examiner, Qaims 34-38 and | ^ 
40 have been canceled and therefore, this rejection maybe withdrawn. 

CP 

6 i>^..tinns T Inder ^'^ i T R r. 8U2. First Paragaph i 

Claim40 41 and 43 have been rejected under 35 U.S.C. §112, first paragraph.^ ^ 
allegedlyfemngtocomplywilhtheenablementrequirement. While not agreeing with | q 
theExaminer,aaims40.41 and 43 have been canceled and therefore, this rejection m|y 

I 

be withdrawn. 

7. nhviousness-Type Doub le Patenting i 
Claims 44-46 have been provisionally rejected under the judicially-created \ 
doctrine of obviousness-type double patenting as being unpatentable over Claims 33-3fe 
ofUS PatentApplicationNo.10/888,855. Additionally, Claims 1-6, 13-33, 39-41 and 
43 have been provisionally rejected under the judicially-created doctrine of obviousnets- 
typedoublepatentingasbeingunpatentableoverClaims8,9,12-15and20ofU.S. | 

Patent Application No. 10/975,657 in view of Claims 1-6, 13-22 and 28-32 of U.S. Pa^t 
AppUcationNo. 10/888,855. Claims 7-12, 30. 39-41 and 43 have also been provision^ly 
rejected under the judicially-created doctrine of obviousness-type double patentmg as| 
being unpatentable over Claims 8, 9, 12-15 and 20 of U.S. Patent Application No. • 
10/975.657 in view of Claims 7-13, and 28-32 of U.S. Patent Application No. | 
10/888,855. For the foUowing reasons, AppUcants respectfiiUy request that these ^ 
rejections be withdrawn. 

M P.E.P. 804(D(B)(1) states that «[i]f a "provisional" nonstatutory obviousness- 
type double patenting (ODP) rejection is the only rejection remaining in the earUer fi|ed 
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of the two pmiing appUcations. while the later-filed application is rejectable on other l 
grounds, the examiner should withdraw that rejection and permit the earher-filed 
application to issue as apatent without a terminal disclaimer." 

In the present case, the present appUcation has an effective filing date of October; 
29 2003- U.S. Patent AppUcationNo.l0/888.855hasanefiectivefilingdate of : 
2o'o4; and U.S. Patent Application No. 10/975,657 has an effective filing date of October 
28 2004 -nierefore, the present appUcation is the earlier-filed application. \ 
in view of the present amendments and remarks, AppUcants respectfolly submit ; 
that the present obviousness-type double patenting rejections over U.S. Patent | 
ApplicationNos. 10/888,855 and 10/975.657 are the only remaining rejections m this ; 
application. According, pursuant to MJ».B.P. 804(D(B)(1). AppUcants respectfully j 
request that the Examiner withdraw tiiese rejections and permit the present, earher-file4 
appUcation to issue as a patent without a terminal disclaimer. i 



m 



O 
O 



IV, CONCLUSIOIN 

Reconsideration of this appUcation in view of the above amendments and : 
remarks is respectfully requested. Should there be any questions regarding this paper or 
this ^pUcation, or if the Examiner believes any issues can be resolved by telephone. ; 
Examiner is encouraged to call the undersigned attorney for AppUcants at (650) 808- • 
6406. 

Respectfully submitted, 
THERAVANCE. INC. 



Date: August 2006 



THERAVANCE, INC. 

901 Gateway Boulevard 

Soutii San Francisco, CA 94080 

Phone: (650) 808-6000 

Fax: (650)-808-6078 
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